THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
Paper No. 30

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ERKKI KU SVA

Appeal No. 97-3059
Application 08/ 251, 014!

Bef ore KRASS, JERRY SM TH, and FLEM NG Adni ni strative Patent
Judges.

KRASS, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

! Application for patent filed May 31, 1994. According to
appellant, this application is a continuation-in-part of
Application 07/887,079, filed May 22, 1992, now abandoned.
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This is a decision on appeal fromthe final rejection of
claims 1 through 7, 9 through 13 and 16 through 20, all of the

clainms pending in the application.

The invention is directed to a radi o tel ephone conpri sing
separate and distinct nodul es, each nodule is connected to a
basi ¢ nodul e for operation of the tel ephone in different
nodes.

Representati ve i ndependent claim1l is reproduced as
fol |l ows:

1. Aradio tel ephone for operating in at |east two signal
processi ng nodes of operation, conprising:

a basic nodule (1) including basic circuitry consisting
of all circuitry which is common to the operation of the
t el ephone in both of the signal processing nodes,

a discrete first supplenentary nodule (2) including first
suppl ementary circuitry consisting of only non-conmon
circuitry for processing signals characteristic of a first one
of the nodes of operation, and

a discrete second suppl enentary nodule (3) including
second suppl enentary circuitry consisting of only non-conmon
circuitry for processing signals characteristic of a second
one of the nodes of operation,

wherein at | east one of the first and second
suppl ement ary nodul es are detachably coupled to the basic
nodul e such that the tel ephone is operable in the first and
second nodes according to which of the first and second
suppl enmentary nodules is coupled to the basic nodul e.
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The exam ner relies on the follow ng references:
M zi kovsky 5,228,074 Jul . 13, 1993

(filed Apr. 15, 1991)

Tattari 5, 265, 158 Nov. 23, 1993
(filed May 11, 1992)

Clainms 1 through 7, 9 through 13 and 16 through 20 stand
rejected under 35 U S.C. § 103 as unpatentabl e over M zi kovsky
in view of Tattari.

Reference is made to the brief and answer for the
respective details of the positions of appellant and the
exam ner.

OPI NI ON

W reverse.

The instant clainmed invention requires a radio tel ephone
which is operable in at | east two nodes. The tel ephone
conprises a plurality of nodules. There is a basic nodul e
whi ch contains circuitry common to both nodes of operation.
Then there are at |east two discrete supplenentary nodul es.
The first such suppl enentary nodul e consi sts of non-conmon
circuitry necessary for operation in the first node and the
second such suppl enmentary nodul e consi sts of non-comon
circuitry necessary for operation in the second node. Each
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suppl enmentary nodul e is connectable to the basic nodule in
order to operate in either the first or the second node. This
descri bes i ndependent claim 1.

| ndependent claim 11 allows for connecting both
suppl enmental nodul es to the basic nodul e together
| ndependent claim 16 descri bes the sane invention as
i ndependent claim 1l but in a sonmewhat different manner,
claimng “a primary suppl enmental nodule” to be connected to
the basic nodul e and that the primary supplenental nodule is
selected froma group consisting of the first and second
suppl enent al nodul es.

| ndependent claim 20 recites the basic nodule and only a
first supplenmental nodul e detachably connected to the basic
nodule. This claim however, nakes it clear that the basic
nmodul e “is incapable of transmtting or receiving...unless the
first supplenental nodule or a second alternative suppl enenta
nmodul e is operably connected thereto.”

In applying the art to claim 20, the exam ner contends
that M zi kovsky di scl oses everything but for the basic nodul e
bei ng “incapable of transmtting or receiving...” The

exam ner then relies on Tattari for such a teaching and
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concludes that it woul d have been obvious to conbi ne these
teachi ngs. W disagree.

The “basi c nodul e’ (anal og phone 1) in M zi kovsky is
clearly capable of transmtting and receiving on its own
whet her or not it is connected to the digital unit 5 (although
when so connected, it operates as a digital phone). Tattar
di scl oses the construction of a radio tel ephone froma
manuf acturer’s standpoint. Wile it is true that one unit of
Tattari’s phone will be incapable of transmtting and
receiving until it is connected to another section, conpleting
the construction of the phone, we find no relevance to the
M zi kovsky device. Since the analog, or “basic,” unit of
M zi kovsky, is operative on its own, we fail to find any
reason for the artisan to have been | ed, from any teachings of
Tattari, to make unit 1 of M zi kovsky i noperabl e unl ess
connected to another unit. The exam ner’s reasoning, i.e.,
“in order to have different nodes of operation for the radio
t el ephone” [bottom of page 3 of the answer], is not persuasive
since M zi kovsky already di scloses different nodes of
operation without having to leave unit 1 inoperable unless

connected to another nodule. There would have been no reason,
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at least not for any articulated by the exam ner, for the
artisan to nodify M zi kovsky in such a manner as to make unit
1 i noperabl e unless connected to anot her nodul e.

Looki ng at the proposed conbi nation fromthe point of
view of Tattari, the radio tel ephone taught therein would not
be a reconfigurable nodular nmultiple systemradi o tel ephone.
Once constructed, the radio tel ephone of Tattari is a
conplete, finished product. There would be no nodul e
i nterchange as in the instant clainmed invention.

Mor eover, each of the independent clainms requires, in one
way or another, that the basic nodule contain circuitry comon
to the operation of the tel ephone in both nodes. Nothing in
either of the applied references suggests this clained
[imtation. Tattari is not directed to dual node radio
t el ephones but, rather, to the construction of a radio
t el ephone. Once that tel ephone is constructed, it operates in
what ever signal node for which it was designed. In
M zi kovsky, the “basic nodule,” 1, has circuitry which permts
conpl ete operation by that unit alone. Not all of its
circuitry is common to both nodes of operation, as required by

the instant clainms. In response to this reasoning, the
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exam ner argues [answer-page 7] that the | anguage “al
circuitry which is comon...” is indefinite. W do not find
t he | anguage indefinite. But, in any event, such a response
woul d be a ground for rejection under 35 U.S.C. 112, second
paragraph, a rejection which the exam ner nmade earlier in the
prosecution and withdrew. It is not a persuasive rationale
for holding clainmed subject matter obvious, within the neaning
of 35 U S.C. 8§ 103.

In our view, the exam ner has failed to establish a prim
faci e case of obviousness with regard to the instant clai ned

subj ect matter.
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Accordingly, the examner’'s rejection of clainms 1 through

7, 9 through 13 and 16 through 20 under 35 U . S.C. §8 103 is

rever sed.
REVERSED
Errol A Krass )
Adm ni strative Patent Judge )
)
)
)
M chael R Flem ng ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Jerry Smith )
Adm ni strative Patent Judge )
tdc
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